TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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This is a decision on an appeal which involves clains 1

through 4, 6, 7, 9 through 11, 13 through 15, 21 through 27,

35 through 39, 41 through 45 and 50 through 55 which are al

of the clainms pending in the application.
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The subject nmatter on appeal relates to a process which
i ncludes the step of contacting a regenerated catalyst with a
reduci ng gas under conditions suitable for countering effects
of contam nating netals thereon. This appeal ed subject matter
is adequately illustrated by independent clainms 1 and 35 which
read as foll ows:

1. In a process for the catalytic cracking of a
hydr ocarbon feed wherein said feed is contacted with a
crystalline zeolite alumnnosilicate cracking catal yst
containing antinmony and at | east one contam nating netal
selected fromthe group consisting of nickel, vanadium and
iron under cracking conditions and at |east a portion of said
cracking catalyst is periodically regenerated by contact with
a conbustion supporting gas under regeneration conditions and
at least a portion of the regenerated catalyst is enployed in
the catal ytic cracking of hydrocarbon feed, the inprovenent
consisting essentially of contacting at |east a portion of
said regenerated catal yst with a reduci ng gas under conditions
suitable for countering effects of contam nating netals
thereon to produce a passivated catalyst and enpl oying at
| east a portion of said [reduced] passivated catalyst in
cracki ng sai d hydrocarbon feed.

35. A process for the cracking of a hydrocarbon feedstock
conprising contacting said feedstock under cracking conditions
in a cracking zone with a cracking catal yst prepared by (1)
starting with a contam nated cracking catal yst conpri sing
crystalline zeolite alum no-silicate containing at |east one
netal selected fromthe group consisting of antinony, tin,
bi smut h, and manganese wherein said contam nants conpri se
carbon and at | east one netal contam nant selected fromthe
group consi sting of nickel, vanadium and iron, (2) exposing
sai d contam nated cracking catalyst in an oxidation step to a
conmbusti on-supporting gas under conditions sufficient to
result in conbustion of carbon contam nant, and (3) then
exposing the resulting catalyst in a reduction step to a
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reduci ng gas under conditions suitable for countering adverse
effects of said contam nating netals.

The references set forth bel ow are relied upon by the

exam ner as evidence of obvi ousness:

Corneil et al. (Corneil) 2,575, 258 Nov. 13,
1951

Readal et al. (Readal) 3,977,963 Aug. 31, 1976
McKay 4,025, 458 May 24, 1977
McKay 4,141, 858 Feb. 27, 1979
Bertus et al. (Bertus) 4,167,471 Sep. 11, 1979
Suggitt et al. (Suggitt) 4,013, 546 Mar .
22, 1977

Perue et al. 142406/ 78 Dec. 12, 1978

(Japanese * 406)

Cnbalo et al. (C nbalo), “Deposited metals poison FCC
catalyst,” Ol & Gas Journal, Vol. 70, No. 20, pp. 112-122,
1979

Clainms 13 through 15, 21 through 27, 35 through 39, 41
t hrough 45 and 50 through 55 are rejected under the first
paragraph of 35 U . S.C. 8 112 for being based upon a disclosure
whi ch does not contain a witten description of the now
cl ai med subject matter.

Cainms 1 through 4, 6, 7, 9, 10, 13 through 15, 21

t hrough 27, 35 through 39, 41 through 45, 50 through 52, 54
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and 55 are rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Suggitt in view of Bertus, Readal and
Japanese ‘406, and clains 11 and 53 are correspondi ngly
rejected over these references and further in view of Corneil.

Al'l of the clains on appeal also stand rejected under 35
U S.C. 8§ 103 as being unpatentable over Corneil in view of
Suggitt, Ci nbal o, Bertus, Readal and Japanese ‘406

Finally, all appealed clains are provisionally rejected
under the doctrine of obviousness-type double patenting as
bei ng unpatent abl e over the clains of copending application
Serial No. 08/648,520 in view of Readal, MKay ‘858 or MKay
* 458.

W refer to the brief and reply brief and to the answer
for a conpl ete exposition of the opposing viewoints expressed
by the appellants and by the exam ner concerning the above
noted rejections.

OPI NI ON

W w il sustain the examner’'s section 103 rejection of
clainms 35 through 39 and 41 through 45 which relies upon
Suggitt as a primary reference as well as the provisional

rejection of all appeal ed cl ai s based upon obvi ousness-type
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doubl e patenting. However, we cannot sustain any of the other
rej ections advanced by the exam ner on this appeal. Qur
reasons are set forth bel ow.

The exam ner’s provisional rejection of all appeal ed
cl ai ms under the doctrine of obviousness-type doubl e patenting
has not been contested by the appellants on this appeal; see
the | ast paragraph on page 26 of the brief. Under these
ci rcunstances, we will sunmmarily sustain this provisional
rejection without further comment.

Concerning the examner’s “witten description” rejection
under the first paragraph of section 112, the test for
determ ning conpliance with the witten description
requi renent is whether the disclosure of the application as
originally filed reasonably conveys to the artisan that the
i nventor had possession at that tinme of the later clained
subject matter, rather than the presence or absence of literal
support in the specification for the claimlanguage. In re
Kasl ow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cr
1983). Wth this test in mnd, it is clear that the witten
description requirenent is not offended by the examner’s

point that the original disclosure does not contain literal
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support for the claimed subject matter directed to bisnuth and
manganese as passivating agents. On the other hand, we find
persuasive nerit in the appellants’ argunent that their
original disclosure including the first full paragraph in
colum 3 of their patent would reasonably convey to an artisan
that they had possession on their application filing date of
passi vating agents generally including the here clained

bi smut h and manganese passivating agents specifically. It
follows that we cannot sustain the exam ner’s section 112,
first paragraph, rejection of clainms 13 through 15, 21 through
27, 35 through 39, 41 through 45 and 50 through 55.

Wth regard to the section 103 rejection based upon
Suggitt as a primary reference, it is the examner’s basic
position that, while “the Suggitt process includes a netals
removal step [,]

it is well within the level of ordinary skill to omt a
known step in a process if the function of that step is not
desired” (answer, page 15). In further support of this
position, the exam ner urges that “the chlorination step [of
Suggitt] is specific to vanadiumrenoval [, and] [i]f the

removal of vanadiumis not desired or not required, then one



Appeal No. 1999- 2548
Application No. 08/648, 236

of ordinary skill in the art would elimnate the chlorination
step” (answer, page 15). The exam ner’s position is not well
t aken.

We share the appellants’ viewthat it would not have been
obvious to elimnate the above noted chlorination step from
Suggitt’s process. In the first place, this step renpbves, not
j ust vanadi um as the exam ner believes but also, iron (e.g.,
see lines 60 through 62 in colum 7). Secondly, and nore
significantly, the exam ner has begged the issue by concl udi ng
that it would have been obvious to elimnate Suggitt’s
chlorination step if renoval of the contam nating netal,
namel y, vanadium “is not desired or not required”. That is,

t he exam ner has advanced no evi dence that the renoval of
vanadi um (or for that matter iron) “is not desired or not
required”. On the contrary, the prior art represented by the
Suggitt reference

plainly evinces that the renoval of contam nating netals
particul arly vanadi um are both desired and required in order
to avoi d catal yst deactivation.

In summary, it is our determ nation that the process

di scl osed by Suggitt includes a chlorination step for renoving
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contam nating netals fromzeolite catalyst and that the
reference evidence adduced by the exam ner does not establish
a prima facie case of obviousness with respect to the
elimnation of this step. In light of this circunstance and
because we interpret clains 1 through 4, 6, 7, 9, 10, 13
t hrough 15, 21 through 27, 50 through 52, 54 and 55 as
excl uding the aforenenti oned step, we cannot sustain the
exam ner’s section 103 rejection of these clains as being
unpat ent abl e over Suggitt in view of Bertus, Readal and
Japanese ‘406. Anal ogous reasoning |leads to the determ nation
that we al so cannot sustain the exam ner’s correspondi ng
rejection of clains 11 and 53 as bei ng unpatentabl e over these
references and further in view of Corneil. By way of
clarifying this last nentioned point, the exam ner does not
urge (and we do not consider) that Corneil supplies the
evidentiary deficiency previously nentioned with respect to
Suggi tt.

We reach a different conclusion regardi ng appeal ed cl ai ns
35 through 39 and 41 through 45. This is because we find
not hi ng and the appellants point to nothing in these clains

whi ch excl udes the above di scussed
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chl orination/denetal lization step of Suggitt. For this
reason, and because we agree with the exam ner that it would
have been obvious to provide Suggitt’s catalyst with a
passivating netal such as antinony, it is appropriate to
sustain the exam ner’s section 103 rejection of clains 35
t hrough 39 and 41 through 45 as bei ng unpatentabl e over
Suggitt in view of Bertus, Readal and Japanese ‘ 406.
Concerning the section 103 rejection based upon Cornei
as a primary reference, the exam ner concludes, inter alia,
that “[i]Jt . . . would have been obvious to one having
ordinary skill in the art at the tinme the invention was nmade
to have nodified the process of Corneil by substituting a
zeolite catal yst for those disclosed by Corneil because
zeolite catalysts are effective in cracking processes and are
di scl osed by Suggitt and Cinbalo to benefit fromthe
sequenti al oxidation-reduction steps of Corneil” (answer, page
11). From our perspective, however, the here applied
references woul d not have suggested this proposed
nmodi ficati on based upon a reasonabl e expectation of success.

In re O Farrell, 853 F.2d 894, 903-904, 7 USPQ2d 1673, 1680-

1681 (Fed. Cir. 1988).
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| ndeed, we agree with the appellants’ view that the
teachings of Cnbalo mlitate against rather than for the
exam ner’ s obvi ousness conclusion. This is because G nbal o
teaches that contamnating netals | ose their effectiveness
nore slowy on zeolitic catalysts of the type taught by
Suggitt than on anorphous silica-alumna catalysts of the type
taught by Corneil (see the first full paragraph in the third
colum on page 122 of Cinbalo). This teaching would have
suggested that Corneil’s process for reducing contam nating
metal s on anor phous silica-alumna catal ysts m ght not be
effective for reducing contam nating netals on zeolitic
catal ysts of the type taught by Suggitt. Further, this
suggestion of ineffectiveness would have been reinforced by
Suggitt’s teaching that contamnating netals on his zeolitic
catal ysts nust be renoved by a chlorination step even when
previously subjected to a reduci ng at nosphere of the type used
by Corneil (see lines 9 through 27 in columm 3 of Suggitt
whi ch disclose a pre-chlorination treatnent with hydrogen
and/ or carbon nonoxi de at nosphere and conpare lines 9 through

46 in colum 4 of Corneil which disclose treatnent with a
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reduci ng at nosphere conpri si ng hydrogen and/ or carbon
nonoxi de) .

In light of the foregoing, we cannot sustain the
exam ner’ s section 103 rejection of all appeal ed clains as
bei ng unpatentabl e over Corneil in view of Suggitt, G nbal o,
Bertus, Readal and Japanese ‘ 406.

In summary, we have sustained only the provisional
rejection of all appeal ed clains based on obvi ousness-type
doubl e patenting and the section 103 rejection of clains 35
t hrough 39 and 41 through 45 as bei ng unpatentabl e over
Suggitt in view of Bertus, Readal and Japanese ‘406. Al
ot her rejections advanced by the exam ner on this appeal have
been reversed.

The decision of the examner is affirned.
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No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

8§ 1.136(a).
AFFI RVED
Bradley R Garris )
Adm ni strative Patent Judge )
)
)
)
Charles F. Warren ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Thomas A. Waltz )
Adm ni strative Patent Judge )
t dl
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Rl CHMOND, PHI LLIPS, H TCHCOCK & FI SH
P. 0. Box 2443

Bartlesville, OK 74005
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